United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE J 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/779,529 


02/13/2004 


Daniel V. Palanker 


59599-20006.00 


5591 



25226 7590 03/09/2007 

MORRISON & FOERSTER LLP 

755 PAGE MILL RD 

PALO ALTO, CA 94304-1018 



EXAMINER 



VRETTAKOS, PETER J 



ART UNIT 



PAPER NUMBER 



3739 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/09/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summdrv 


Application No. 

10/779,529 


Applicant(s) j) " 
PALANKER ET AL 


Examiner 

Peter J. Vrettakos 


Art Unit 

3739 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 

RCE filed 2-20-07. 

Claims 1-14 and 18-40 are pending. Claims 28-34 are withdrawn. 

Claims 1-14,18-27 and 35-40 are rejected. 

See the Response to Arguments section for the heart of this action. 

Note: if the body of a rejection is silent toward a specific claim or claim language, the 
claims listed at the beginning of the rejection govern what claims rejected. In other 
words, if the claim is listed at the beginning of the rejection but not explicitly addressed 
in the body of the rejection, the claim is still rejected and presumed rejected implicitly 
elsewhere in the body of the rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14 and 18-27 and 35-40 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Heim et al. (6,533,781) in view of Malis et al. (4,590,934). 

Heim discloses a voltage source (col. 9:17-19) but does not disclose sufficiently 
to make obvious a voltage source configured to apply a plurality of bursts of pulses 
separated by a burst interval as claimed by the Applicant. 
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Malis et al. however, does disclose a voltage source configured to apply a 
plurality of bursts of pulses separated by a burst interval as claimed by the Applicant 
and the source's output is seen in figure 18(f). Also see col. 10:38-44. 

The rest of the parentheticals in the rejection refers to Heim. 

Conductive blade (22), slidably mounted (disposable - col. 8:32-37), insulators (32,34), 
voltage source (col. 9:17-19) and tungsten or titanium (col. 7:40-43). 

Re: claims 1-5, 8-10, 14-18, 20-21 and 35-39 see MPEP 2144.05, infra. The 
Office argues that the claimed dimensions (radius of curvature) and parameters (pulse 
duration) would have been determined through routine experimentation. 

II: OPTIMIZATION OF RANGES 

A. Optimization Within Prior Art Conditions or Through Routine Experimentation 

"[WJhere the general conditions of a claim are disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) see also Peterson, 315 F.3d 
at 1330, 65 USPQ2d at 1382 ("The normal desire of scientists or artisans to improve upon what is already generally known provides 

the motivation to determine where in a disclosed set of percentage ranges is the optimum combination of percentages."). 

The ranges referred in the prior art (Heim) are the implied (they exist even though they 
might not be expressly mentioned) ranges of radius of curvature and pulse duration. 

Re: claims 11, 13, 19, 22-26, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
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prior art structure is capable (addressed above) of performing the intended use, then it 
meets the claim. 

Therefore, at the time of the invention it would have been obvious to one of 
ordinary skill in the art to modify/optimize Heim in view of Malis et al. through routine 
experimentation. The motivation is that referred in MPEP 2144.05 IIA. listed above. 
Further, the motivation to use Malis et al.'s voltage source is to provide more control 
over energy pattern deposition as disclosed in Malis et al. col. 1 :5-42. 



Response to Arguments 

Applicant's arguments filed 1-16-07 have been fully considered but they are not 
persuasive. The Applicants arguments are toward the lack of obviousness of the 
claimed parameters found in the prior art as evidenced by non-overlapping ranges, 
unexpected results and undue experimentation. Unfortunately, these arguments do not 
sufficiently address the dispositive issue as to whether the prior art is "capable" of the 
claimed parameters. (The "capable" standard is applied toward apparatus claims. Were 
the claims toward a method, they would be in condition for allowance.) As the question 
of the prior art's capability to perform at the claimed parameters (regardless of the 
obviousness of the claimed parameters) has not been tangibly disproven through a 
difference in structure between the claims and the prior art, the rejections are 
maintained. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J. Vrettakos whose telephone number is 571-272- 
4775. The examiner can normally be reached on M-F 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C. Dvorak can be reached on 571-272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Pete Vrettakos 




ROY D.GIBSON 
PRIMARY EXAMINER 



